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DETAILED ACTION 

This Action is in response to Applicant's Reply of December 20, 2010. Claims 1-10 and 
12-14 remain pending in the application. 

Response to Arguments 

1 . Applicant's arguments filed December 20, 2010 have been fully considered but they are 
not persuasive. 

Applicant has argued that it is not inherent that a tubular element will shorten to 
some degree when radially expanded as the walls of the tubular element could thin 
instead, as argued previously by Applicant. 

The Examiner first notes that Applicant has not provided any persuasive evidence 
to counter the Examiner's position that a tubular element will inherently shorten to some 
degree when radially expanded. Assertions made by Applicant's attorney in a response 
to an Office Action are not considered to be persuasive evidence against a statement of 
inherency. 

Second, page 3, lines 1 1-14 of the instant specification clearly state that the 
overlapping slots will result in significantly less axial shortening than the tubular element 
during expansion. This implies that Applicant agrees that a radially expanded tubular 
element will shorten at least to some degree. 

Third, it is well known that when a metal tubular is radially expanded it will 
experience some longitudinally oriented shortening as well as some thinning of the walls 
of the tubular. This is evidenced by the documents cited by the Examiner and included 
herewith. The "Poisson's ratio" reference sets forth the scientific basis for the shortening 
of tubular elements upon radial expansion. The reference entitled "Structural Behavior of 
a Solid Tubular Under Large Radial Plastic Expansion", referred to hereafter as Seibi et 
al., sets forth the behavior of tubular elements as they are expanded in a wellbore. This 
behavior includes both wall thinning and shortening. 
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Regarding the Bailey and Nguyen references. Applicant has argued that there is 
not disclosure in either reference that suggests that the outer structure has first and second 
portions that are spaced apart a distance that changes during expansion as there is not 
disclosure of the respective first and second end portions being securely held to the 
tubular element. 

While the Examiner agrees that there is no specific recitation of the first and 
second end portions being securely held to the tubular element, the lack of a secure 
connection between the outer tubular and the tubular element would result in the outer 
tubular falling down the well when the assembly was placed in the well. As, prior to 
expansion, the outer tubular is not in engagement with the wellbore wall, the only thing 
that could possible maintain the outer tubular in the desired position is a secure 
engagement between the outer tubular and the tubular element. 

Further, the purpose of the invention of both Bailey and Nguyen is to hang an 
inner tubular in the casing string, or open hole in Nguyen, with an outer tubular 
therebetween. It would not be possible for the inner tubular element to be hung in the 
casing string if there was not a secure engagement between the inner tubular element and 
at least the two ends of the outer tubular see 1:67-2:2 of Bailey. 

Applicant has argued that the first and second end portions of the outer tubular 
element of Brezinski are not connected to the tubular element throughout radial 
expansion thereof. 

The first and second end portions of the outer tubular are connected to the inner 
tubular element either directly or indirectly through expansion of the inner tubular 
element. The phrase "connected to" is not equivalent to "secured to". 

Applicant has argued that element 60 of Brezinski is not connected to the tubular 
54 but slides along the tubular thus the axial distance between the first and second end 
portions is unaffected. 

As indicated above, the phrase "connected to" is not equivalent to "secured to" 
and both ends of the outer tubular element of Brezinski are directly or indirectly through 
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expansion of the inner tubular element. Further, the sliding motion of element 60 would 
clearly change the distance between the first and second end portions as shown from 
Figure 3 to Figure 4. 

Regarding the rejection of claims 4, 9, 10, and 12-14, Applicant has not 
specifically argued the Examiner's assertion that the Hmitations of the above claims are 
obvious, either over Bailey or Nguyen alone or in combination with secondary 
references. Therefore, Applicant has conceded that the respective limitations are obvious 
as presented by the Examiner. 

Specifically regarding the rejection of claim 4, as Applicant has not argued the 
Examiner's taking of OFFICAL NOTICE, the Examiner's position that the use of welds 
is old and well known and an obvious modification has been conceded by Applicant and 
thus will be treated as admitted prior art. 

Qaim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1 j an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was pubhshed under Article 21(2) of such treaty in the English language. 

3. Claims 1-3 and 5-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bailey et al. (US 6,098,717, referred to hereafter as Bailey). 

Regarding claim 1: Bailey discloses an assembly for use in a wellbore formed in 
an earth formation, comprising: 
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an expandable tubular element 14 and an outer structure 16 having first and 
second portions arranged at a distance from each other Fig 1, wherein the expandable 
tubular element shortens as a result of radial expansion thereof this feature is not 
disclosed however metal tubulars inherently shorten to some degree when radially 
expanded as evidenced by "Poisson's Ratio" and Seibi et al.; 

the first portion and the second portion of the outer structure being connected to 
the tubular element throughout radial expansion of the tubular element at respective 
locations axially spaced from each other such that the distance between the first and 
second portions changes during of radial expansion of the tubular element between the 
first and second portions; and 

the outer structure further having a third portion arranged to move radially 
outward upon the change in distance between the first and second portions; 

wherein the radially outward movement of the third portion is larger than the 
radially outward movement of the tubular element that results from_radial expansion of 
the tubular element. 

Bailey does not specifically disclose that the first and second portions move 
toward each other when the tubular element is expanded or that the outer structure 
includes a third portion that is radially expanded outward more than the tubular 
element, however, as seen in Figure 2, the outer structure clearly includes 
overlaying slits. As defined by Applicant, a tubular element that includes a plurality 
of overlaying or overlapping slits will experience significantly less axial shortening 
compared to expandable tubulars that do not include slits page 3, lines 11-14. 
Therefore, since the outer structure of Bailey includes a plurality of overlapping 
slits and is securely held at the first and second ends to the inner tubular element 
(see explanation in Response to Arguments), the inherent characteristic of the outer 
structure to experience less axial shortening than the inherent shortening of the 
inner tubular member will result in the first and second portions being moved closer 
to each other and some portion there between being moved radially outward. 
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Regarding claim 2: Wherein the third portion is arranged to move radially 
outward as a result of a decrease in distance between the first portion and the second 
portions see above. 

Regarding claim 3: Wherein the third portion is arranged to move radially 
outward by virtue of radially outward bending of the third portion see above. 

Regarding claim 5: Wherein the tubular element is an inner tubular element and 
the outer structure is an outer expandable tubular element arranged around the inner 
tubular element, and wherein the outer tubular element, when unrestrained from the inner 
tubular element, is susceptible to less axial shortening as a result of radial expansion than 
the inner tubular element see above. 

Regarding claim 6: The outer tubular element is provided with a plurality of 
openings 26 in the wall thereof, said openings overlapping each other in the axial 
direction Fig 2 - the term "axial" does not provide an patentable distinction without 
an indicated direction or orientation as an axis can be taken from any point and in 
any direction. 

Regarding claim 7: The openings are slots provided in the wall of the outer 
expandable tubular element, the slots extending in substantially in the axial direction the 
term "axial" does not provide an patentable distinction with an indicated direction 
or orientation as an axis can be taken from any point and in any direction. 

Regarding claim 8: The first portion and the second portion are respective end 
portions of the outer tubular element. 

4. Claims 1-3 and 5-8 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Nguyen et al. (US 7,048,048, referred to hereafter as Nguyen). 
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Regarding claim 1: Nguyen discloses an assembly for use in a wellbore formed 
in an earth formation, comprising: 

an expandable tubular element 62 and an outer structure 50 having first and 
second portions arranged at a distance from each other Fig 2, wherein the expandable 
tubular element shortens as a result of radial expansion thereof this feature is not 
disclosed however metal tubulars inherently shorten to some degree when radially 
expanded as evidenced by "Poisson's Ratio" and Seibi et al.; 

the first portion and the second portion of the outer structure being connected to 
the tubular element throughout radial expansion of the tubular element at respective 
locations axially spaced from each other such that the distance between the first and 
second portions changes during of radial expansion of the tubular element between the 
first and second portions; and 

the outer structure further having a third portion arranged to move radially 
outward upon the change in distance between the first and second portions; 

wherein the radially outward movement of the third portion is larger than the 
radially outward movement of the tubular element that results from_radial expansion of 
the tubular element. 

Nguyen does not specifically disclose that the first and second portions move 
toward each other when the tubular element is expanded or that the outer structure 
includes a third portion that is radially expanded outward more than the tubular 
element, however, as seen in Figure 2, the outer structure clearly includes 
overlaying slits. As defined by Applicant, a tubular element that includes a plurality 
of overlaying or overlapping slits will experience significantly less axial shortening 
compared to expandable tubulars that do not include slits page 3, lines 11-14. 
Therefore, since the outer structure of Nguyen includes a plurality of overlapping 
slits and is securely held at the first and second ends to the inner tubular element 
(see explanation in Response to Arguments), the inherent characteristic of the outer 
structure to experience less axial shortening than the inherent shortening of the 
inner tubular member will result in the first and second portions being moved closer 
to each other and some portion there between being moved radially outward. 
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Regarding claim 2: Wherein the third portion is arranged to move radially 
outward as a result of a decrease in distance between the first portion and the second 
portions see above. 

Regarding claim 3: Wherein the third portion is arranged to move radially 
outward by virtue of radially outward bending of the third portion see above. 

Regarding claim 5: Wherein the tubular element is an inner tubular element and 
the outer structure is an outer expandable tubular element arranged around the inner 
tubular element, and wherein the outer tubular element, when unrestrained from the inner 
tubular element, is susceptible to less axial shortening as a result of radial expansion than 
the inner tubular element see above. 

Regarding claim 6: The outer tubular element is provided with a plurahty of 
openings in the wall thereof, said openings overlapping each other in the axial direction 
Fig 2 - the term "axial" does not provide an patentable distinction without an 
indicated direction or orientation as an axis can be taken from any point and in any 
direction. 

Regarding claim 7: The openings are slots provided in the waU of the outer 
expandable tubular element, the slots extending in substantially in the axial direction the 
term "axial" does not provide an patentable distinction with an indicated direction 
or orientation as an axis can be taken from any point and in any direction. 

Regarding claim 8: The first portion and the second portion are respective end 
portions of the outer tubular element. 

5. Claims 1-3 are rejected under 35 U.S.C. 102(e) as being anticipated by Brezinski et 
al. (US 2005/0092485, referred to hereafter as Brez). 
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Regarding claim 1: Brez discloses an assembly for use in a wellbore formed in 
an earth formation, comprising: 

an expandable tubular element 62 and an outer structure 56 having first 58 and 
second 60 portions airanged at a distance from each other Fig 3, wherein the expandable 
tubular element shortens as a resuU of radial expansion thereof this feature is not 
disclosed however metal tubulars inherently shorten to some degree when radially 
expanded as evidenced by "Poisson's Ratio" and Seibi et al.; 

the first portion and the second portion of the outer structure being connected to 
(It is noted that "connected to" is not equivalent to "secured to" and both ends of 
the outer structure are "connected to" the expandable tubular element either 
directly or indirectly. Further, the sliding motion of the second end 60 would clearly 
change the distance between the first and second ends portions as shown from 
Figure 3 to Figure 4.) the tubular element throughout radial expansion of the tubular 
element at respective locations axially spaced from each other such that the distance 
between the first and second portions changes during of radial expansion of the tubular 
element between the first and second_portions Fig 4; and 

the outer structure further having a third portion shown in Figure 4 an anged to 
move radially outward upon the change in distance between the first and second portions; 

wherein the radially outward movement of the third portion is larger than the 
radially outward movement of the tubular element that results from_radial expansion of 
the tubular element Fig 4. 

Regarding claim 2: Wherein the third portion is arranged to move radially 
outward as a result of a decrease in distance between the first portion and the second 
portions Fig 4. 

Regarding claim 3: Wherein the third portion is arranged to move radially 
outward by virtue of radially outward bending of the third portion Fig 4. 
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Qaim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bailey or 
Nguyen. 

Neither Bailey nor Nguyen discloses that the first and second portions of the outer 
structure are welded to the tubular element. However, the respective outer structures are 
clearly securely fastened to the inner tubular element thought the means of attachment is 
not disclosed. The Examiner takes OFFICAL NOTICE that it is old and well known in 
the art to use welding to secure various components of downhole structures together. The 
use of welds allows for a secure connection that can also be removed if or when repairs 
are necessary. Further, the use of welds to secure the outer structure to the inner tubular 
element of either Bailey or Nguyen would have achieved the predictable result of 
preventing sand and other debris from getting between the two structures and causing 
unnecessary wear. 

8. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bailey or Nguyen in view of Metcalfe (US 6,457,533). 

Neither Bailey nor Nguyen discloses filling an annular space between the inner 
and outer tubular elements with a hardenable fluidic compound. 

Metcalfe discloses a downhole expandable tubular that includes an inner tubular 
element 28 and an outer tubular element 24 with a seahng material 26 disposed 
therebetween. Metcalfe further discloses the use of such systems with cementing 
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operations and depicts element 26 as a cementious material per 37 CFR 1.84(h)(3). 
Cement is a known hardenable fluidic compound. 

It would have been considered obvious to one of ordinary skill in the art, at the 
time the invention was made, to have modified the systems of Bailey or Nguyen to place 
a hardenable fluidic compound between the inner and outer tubular elements as taught by 
Metcalfe in order to have from an effective zonal isolation system that would have 
provided support to the bore wall as well as provided control of the flow of oil from the 
wellbore formation 1 "20-35. 

9. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bailey 
or Nguyen in view of Kirk et al. (US 7,096,939, referred to hereafter as Kirk). 

Neither Bailey nor Nguyen discloses the outer stmcture including a plurality of 
axially extending elongated, metal members spaced around the circumference of the 
structure. 

Kirk discloses a downhole expandable tubular system that includes an inner 
tubular element 12 and an outer tubular structure 24. The outer tubular structure includes 
a plurality of circumferentially spaced elongated bars 25, Fig 2A, B. 

It would have been considered obvious to one of ordinary skill in the art, at the 
time the invention was made, to have modified the outer stmcture of Bailey or Nguyen to 
include a plurality of circumferentially spaced metal bars as taught by Kirk in order to 
have not only provided a downhole centralizer but also to have provided a centralizer 
even after the tubular system was expanded 4:10-15. 

Conclusion 

1 0. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) wiU be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JENNIFER H. GAY whose telephone number is (571)272-7029. 
The examiner can normally be reached on Monday through Friday, 7am to 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shane Bomar can be reached on (571) 272-7026. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Sei-vice Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JHG, 1/20/11 



/Jennifer H Gay/ 

Primary Examiner, Art Unit 3676 



